10/05/2005 1G : 48 FAX 732 530 9808 



MOSER PATTERSON SHERIDAN * PTO 



ia oi 1/015 



10/686 ( 216 

REMARKS 

In view of the following discussion, the Applicants submit that none of the claims 
now pending in the application is anticipated under the provisions of 35 U.S.C. § 102 or 
made obvious under the provisions of 35 U.S.C. § 103. Thus, the Applicants believe 
that all of these claims are now in allowable form. 

I. OBJECTION TO CLAIMS 12-13 

Claims 12-13 are objected to for informalities. In response, the Applicants have 
amended claims 12-13 to more clearly recite aspects of the present invention. 

Specifically, claim 12 has been amended to recite that the substrate is "doped", 
replacing a substrate that is "lightly doped". Claim 13 has been amended to recite that 
the substrate is "formed from a material having a high refractive index relative to a 
refractive index of said plurality of apertures" , replacing a substrate "formed from a 
material having a high refractive index 11 . 

In light of the foregoing amendments, the Applicants respectfully submit that the 
limitations recited in claims 12-13 are sufficiently clear. Accordingly, the Applicants 
respectfully request that the objection to claims 12-13 be withdrawn. 

II. REJECTION OF CLAIMS 1-6. 8-15, 21-24, 26. AND 29-36 UNDER 35 U.S.C. 8 102 

Claims 1-6, 8-15, 21-24, 26, and 29-36 stand rejected as being anticipated by the 
Sugitatsu et al. application (United States Patent Application Publication No. 
2005/0029536, published February 10, 2005, hereinafter "Sugitatsu*). The Applicants 
respectfully traverse the rejection. 

In particular, the Applicants submit that Sugitatsu is not proper prior art against 
Applicants' application. Specifically, Applicants' application was filed on October IS, 
2003 . Thus, the Applicants' filing date predates the U.S. filing date of Sugitatsu (May 
25. 2004) by several months. As such, the Applicants submit that Sugitatsu can not 
properly be used to support a rejection of the Applicants' claims under 35 U.S.C. §102. 

As such, the Applicants submit that claims 1-6, 8-15, 21-24, 26, and 29-36 are 
not anticipated by the teachings of Sugitatsu. Therefore, the Applicants submit claims 1- 
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6, 8-15, 21-24, 26, and 29-36 fully satisfy the requirements of 35 U.S.C. §102 and are 
patentable thereunder. 

Ill, REJECTION OF CLAIMS 1, 7. 16-20. 21, 25. 27. 28. 32 AND 34 UNDER 35 
U.S.C. S 103 

1. Claims 1,7, 21 and 25 

Claims 1, 7, 21 and 25 stand rejected as being obvious over Sugitatsu. The 
Applicants respectfully traverse the rejection. 

As discussed above, Sugitatsu is not proper prior art against the Applicants 1 
claims. As such, the Applicants submit that claims 1, 7, 21 and 25 are not made 
obvious by the teachings of Sugitatsu. Therefore, the Applicants submit claims 1, 7, 21 
and 25 fully satisfy the requirements of 35 U.S.C. §103 and are patentable thereunder. 

2. Claims 21, 27 and 28 

Claims 21, 27 and 28 stand rejected as being obvious over Sugitatsu. The 
Applicants respectfully traverse the rejection. 

As discussed above, Sugitatsu is not proper prior art against the Applicants' 
claims. As such, the Applicants submit that claims 21 , 27 and 28 are not made obvious 
by the teachings of Sugitatsu. Therefore, the Applicants submit claims 21, 27 and 28 
fully satisfy the requirements of 35 U.S.C. §103 and are patentable thereunder. 

3. Claims 16-20 

Claims 16-20 stand rejected as being unpatentable over Sugitatsu in view of the 
Baba et al. patent (United States Patent No. 6,522,448, issued February 18, 2003, 
hereinafter "Baba"). The Applicants respectfully traverse the rejection. 

As discussed above, Sugitatsu is not proper prior art against the Applicants' 
claims. As is evidenced by the Examiner's rejection, Baba atone does not teach, show 
or suggest all of the limitations of the Applicants' claims 16-20. As such, and since 
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Sugitatsu can not be properly combined with Baba to support a §103 rejection of 
Applicants' claims, the Applicants submit that claims 16-20 are not made obvious by the 
teachings of Sugitatsu in view of Baba. Therefore, the Applicants submit claims 16-20 
fully satisfy the requirements of 35 U.S.C. § 103 and are patentable thereunder. 

4. Claims 32 and 34 

Claims 32 and 34 stand rejected as being unpatentable over Sugitatsu in view of 
the Montgomery et al. patent (United States Patent No. 6,845,198, issued February 16, 
2003, hereinafter "Montgomery"). The Applicants respectfully traverse the rejection. 

As discussed above, Sugitatsu is not proper prior art against the Applicants' 
claims. Moreover, the Applicants respectfully submit that the Examiner's use of 
Montgomery as prior art against Applicants' invention is improper. Montgomery was 
filed on March 8, 2004. The present application was filed on October 15, 2003. Since 
the filing date of the present application precedes the filing date of Montgomery, 
Montgomery is not prior art to Applicants' invention. 

The Applicants note that Montgomery claims priority to United States Provisional 
Patent Application Serial No. 60/457,242, filed on March 25, 2003 (hereinafter referred 
to as "Montgomery provisional application 11 . The filing date of a provisional patent 
application may be the effective filing date of a United States patent claiming priority to 
such provisional patent application only to the extent that such provisional patent 
application supports the subjeqt matter used to make the rejeqtion. See MPEP 
§706.02(f)- Thus, the Examiner must provide some evidence that the Montgomery 
provisional application supports the subject matter of the Montgomery patent used in 
the rejection. Specifically the Applicants question whether the Montgomery provisional 
application contains the subject matter used bv the Examiner in the rejection . 

Notably, there is no prohibition against the inclusion of subject matter in a non- 
provisional patent application that was not described in a prior provisional application to 
which the non-provisional application claims priority. That is, a non-provisional patent 
application may include new material not described in the provisional application. It is 
axiomatic that such new material does not receive the benefit of the provisional 
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application. Applicants are not aware of any law or rule that states that all subject 
matter described in a non-provisional application is presumed to be described in a 
provisional application to which the non-provisional application claims priority. Thus, it 
is possible that the subject matter in the Mo ntgomery patent relied on by the Examiner 
is not described in the Montgomery provisional application that pre-dates the Applicants' 
filing date. That is, the subject matter in the Montgomery patent relied on by the 
Examiner may constitute new material with respect to the Montgomery provisional 
application. In such a case, the cited subject matter would not constitute prior art to 
Applicants' invention. It should be noted that if the Examiner attempts to use the 
application date of the Montgomery provisional application, then the Examiner is 
technically applying a different reference against the present application. Namely, the 
Examiner must provide and cite the Montgomery provisional application against the 
present application. 

Therefore, in order to set forth a prima facie case, the Examiner must provide 
evidence that the Montgomery provisional application supports the subject matter of the 
Montgomery patent used by the Examiner in the rejection. As such, without such 
evidence, the Applicants respectfully submit that neither Sug'rtatsu nor Montgomery can 
properly be used to support a §103 rejection of Applicants' claims. Thus, the Applicants 
submit that claims 32 and 34 are not made obvious by the teachings of Sugitatsu in 
view of Montgomery. Therefore, the Applicants submit claims 32 and 34 fully satisfy the 
requirements of 35 U.S.C. § 103 and are patentable thereunder. 

III. CONCLUSION 

Thus, the Applicants submit that all of the presented claims fully satisfy the 
requirements of 35 U.S.C. §102 and 35 U.S.C. §103. Consequently, the Applicants 
believe that all of the presented claims are presently in condition for allowance. 
Accordingly, both reconsideration of this application and its swift passage to issue are 
earnestly solicited. 

If, however, the Examiner believes that there are any unresolved issues requiring 
the issuance of a final action in any of the claims now pending in the application, it is 
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requested that the Examiner telephone Mr. Kin-Wah Tone. Esq. at (732) 530-9404 so 
that appropriate arrangements can be made for resolving such issues as expeditiously 
as possible. 

Respectfully submitted, 




Date Kin-Wah Tong, Attorney 

Reg. No. 39.400 
(732) 530-9404 

Moser, Patterson & Sheridan, LLP 
595 Shrewsbury Avenue 
Shrewsbury, New Jersey 07702 
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